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X ZR 78/24
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June 17, 2025
in the patent nullity case
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BGHZ: no
BGHR: Yes
JNEU: Yes

Amount in dispute for nullity VII
GKG § 51 (1), § 32 (1) sentence 2

a) In patent nullity proceedings, it is generally reasonable to set the value in
dispute based on the fair market value of the patent at the time the action is
brought or the appeal is lodged, plus the amount of damages incurred up to
that point (confirmed by BGH, decision of October 11, 1956 - | ZR 28/55,
GRUR 1957, 79 - Amount in dispute; decision of December 14, 2021 - X ZR
26/20, GRUR 2022, 432 marginal no. 9 - Amount in dispute in nullity
proceedings V). The relevant value is generally determined on the basis of
the amount in dispute in pending infringement proceedings plus a surcharge
of 25% (confirmed by Federal Supreme Court decision of March 11, 2025 - X
ZR 114/22, GRUR 2025, 607 - Nichtigkeitsstreitwert VI).

b) If the contested patent had already expired at the time the action was brought
or the appeal was lodged, the value in dispute for the instance concerned is to
be assessed according to the interest of the respective plaintiff (supplement to
Federal Supreme Court, decision of December 18, 1990 - X ZB 3/90, Mitt.
1991, 159, juris para. 3 - Unterteilungsfahne).

BGH, decision of June 17, 2025 - X ZR 78/24 - Federal Patent Court
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On June 17, 2025, the X Civil Senate of the Federal Supreme Court, presided
over by Judge Dr. Bacher, Judges Hoffmann and Dr. Deichful}, and Judges Dr.

Marx and Dr. von Puckler,

decided:

The amount in dispute for the appeal proceedings and the first

instance is provisionally set at EUR 1,450,000.

Of this amount,
e EUR 300,000 is attributable to the first plaintiff,
e EUR 500,000 to the second plaintiff, and
e EUR 650,000 to the third plaintiff.



Reasons:

l. The three plaintiffs seek the annulment of European patent 2 251 344,
which was granted with effect for the Federal Republic of Germany, was filed on
January 25, 2002, claiming US priority from January 25, 2001, and relates to a
formulation of boronic acid with the international non-proprietary name

bortezomib.

The plaintiffs filed their actions separately after the patent in dispute had expired.
The Patent Court joined these proceedings and another proceeding in which the

action had already been filed in 2021 for the purpose of joint hearing and decision.

The action from 2021 was withdrawn before the first instance hearing. The
Patent Court dismissed the three remaining actions. It set the amount in dispute
for the first instance at EUR 2,877,500.

With their appeals against the first-instance judgment, all three plaintiffs

continue to seek the annulment of the disputed patent.

Plaintiffs 2 and 3 request that the amount in dispute for the lawsuits they have
filed be set at EUR 500,000 and EUR 650,000, respectively, for both instances.
This corresponds to the amount in dispute in the infringement lawsuits filed
against them. The amount in dispute in the infringement lawsuit against Plaintiff
1 has been set at EUR 300,000.

Il. The request is granted.

1. Pursuant to Section 51 (1) GKG, in appeal proceedings concerning
industrial property rights and in proceedings concerning claims under the Patent

Act, the value shall be determined at the court's discretion. By virtue of the reference
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in Section 2 (2) sentence 4 PatKostG, this provision also applies to first-instance

patent nullity proceedings ().

a) According to the established case law of the Senate, in patent nullity
proceedings it is generally equitable to determine the value in dispute on the basis
of the fair market value of the patent at the time the action was brought or the appeal
was lodged, plus the amount of the claims for damages incurred up to that point (see
only Federal Supreme Court, decision of December 14, 2021 - X ZR 26/20, GRUR
2022, 432 marginal no. 9 - Nichtigkeitsstreitwert V).

The relevant value is generally determined on the basis of the amount in
dispute in pending infringement proceedings plus a surcharge of 25% (see only
Federal Supreme Court, decision of March 11, 2025 - X ZR 114/22, GRUR 2025,
607 - Nichtigkeitsstreitwert IV).

b) Contrary to the opinion of plaintiffs 2 and 3, the value in dispute is not

generally limited by the plaintiff's interest.

This is based on the fact that a patent nullity action is structured as a popular
action, which is why a separate interest in the nullification of the contested patent
neither needs to be demonstrated nor must exist (Federal Supreme Court,
decision of October 11, 1956 - | ZR 28/55, GRUR 1957, 79 - Streitwert).

c) As a result, the amount in dispute in nullity proceedings cannot, in
principle, be assessed solely on the basis of the amount in dispute in infringement
actions against the respective nullity plaintiff.

Rather, the decisive starting point is, in principle, the sum of the amounts in
dispute in all infringement proceedings, insofar as these are directed against

different embodiments.
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2 If the contested patent had already expired at the time the action was
brought or the appeal was lodged, the amount in dispute for the instance

concerned shall be assessed according to the interest of the respective plaintiff.

a) A nullity action against an expired patent is only admissible to the extent
that the plaintiff demonstrates an interest in the protection of his own rights (see
only Federal Supreme Court, judgment of June 20, 2023 - X ZR 31/21, GRUR

2023, 1178 marginal no. 12 - Leistungsuberwachungsgerat).

Based on the comparable legal situation in connection with the cancellation of
a utility model, the Senate has concluded that, after the expiry of the property
right, the amount in dispute is no longer to be determined by its value, but on the
basis of the interest that the respective applicant has in the desired decision
(Federal Supreme Court, decision of December 18, 1990 - X ZB 3/90, Mitt. 1991,
159, juris para. 3 - Unterteilungsfahne).

b) The same applies to patent nullity proceedings.

As already explained above, the reason for basing the value on the value of
the property right is that the nullity action asserts the interests of the general
public. Once the contested patent has expired, this condition no longer applies.
Therefore, from the time of expiry, the interests of the respective plaintiff are

decisive in accordance with general principles.

This is not contradicted by the fact that an expired utility model can no longer
be challenged by means of a cancellation request, but only by means of a request
for a declaration that the utility model was invalid from the outset (see Federal
Supreme Court, decision of May 11, 2000 - X ZB 26/98, GRUR 2000, 1018, juris
para. 9 - Sintervorrichtung). Such a declaration — like the cancellation of a utility
model and the revocation of a patent before or after its expiry — is effective against
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everyone (Federal Supreme Court, decision of March 2, 1967 — la ZB 10/65,
GRUR 1967, 351, juris para. 23 — Korrosionsschutzbinde).

3. In the event of a dispute, only the amounts in dispute in the infringement

actions brought against the plaintiffs in this case are relevant for both instances.

a) The patent in dispute had already expired at the time the action was
brought in the first instance pursuant to Section 40 GKG. For the reasons stated

above, this means that only the interests of the plaintiffs are relevant.

The fact that another plaintiff who had filed a lawsuit before the disputed patent
expired was temporarily involved in the first-instance proceedings is irrelevant
because the proceedings in question were separated again after the relevant

lawsuit was withdrawn.

b) The plaintiffs' interest is reflected in the amount in dispute in the

infringement action(s) brought against them.

Since the three nullity actions are the subject of a single proceeding following
the joinder already ordered in the first instance, the value in dispute in this
proceeding is determined in accordance with Section 5 of the German Code of
Civil Procedure (ZPO) by adding the three individual values. This results in a total
value of EUR 1,450,000.

However, pursuant to Section 32 (1) sentence 2 GKG, the individual plaintiffs
are only liable for court fees up to the amount that would be incurred in

proceedings relating solely to their action.
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c) A percentage surcharge for personal use is no longer applicable after
the expiry of the patent in suit.

Bacher Hoffmann Deichful®

Marx von Puckler

Previous instances:
Federal Patent Court, decision of 09.04.2024 - 3 Ni 24/22 (EP),
3 Ni 26/22 (EP), 3 Ni 9/23 (EP) -



